TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not w

itten

for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore STAAB, NASE, and GONZALES, Adm nistrative Patent Judge

No. 22

S.

NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
rejection of clainms 1 through 17 and 21 through 23, which are

all of the clainms pending in this application.

! Application for patent filed July 31, 1995. According
to the appellant, the application is a continuation of
Application No. 08/163,745, filed Decenber 7, 1993, now
abandoned.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a tanperproof |abe
assenbly. An understanding of the invention can be derived
froma reading of exenplary claim1, which appears in the

appendi x to the appellant's brief.

No prior art is relied upon by the exam ner in the

rejection of the clainms under appeal.

Cains 1 through 17 and 21 through 23 stand rejected
under 35 U . S.C. 8§ 112, first paragraph, as the specification,
as originally filed, does not provide support for the

i nvention as i s now cl ai ned.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejection, we make reference to the exam ner's answer (Paper
No. 19, nmuailed May 20, 1996) for the exam ner's conplete
reasoning in support of the rejection, and to the appellant's

brief (Paper No. 18, filed April 19, 1996) and reply brief



Appeal No. 1996- 3536 Page 4
Appl i cation No. 08/509, 006

(Paper No. 20, filed July 2, 1996) for the appellant's

argunent s t her eagai nst.
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CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, and to the respective positions articul ated by the
appel l ant and the exam ner. Upon evaluation of all the
evi dence before us, it is our conclusion that the evidence
adduced by the examiner is insufficient to support a rejection
under the first paragraph of 35 U.S.C. 8§ 112. Accordingly, we
will not sustain the examner's rejection of clainms 1 through
17 and 21 through 23 under 35 U.S.C. 8§ 112, first paragraph.

Qur reasoning for this determ nation follows.

The exam ner's conpl ete statenment of the ground of
rejection (answer, pp. 2-3) is as follows:

The follow ng ground(s) of rejection are applicable

to the appeal ed cl ai ns.
The specification is objected to under 35 U. S. C

8§ 112, first paragraph, as the specification, as
originally filed, does not provide support for the
i nvention as is now cl ai nmed.

Appel lant is attenpting by prelimnary anmendnent to
delete the term"CFB" fromthe specification and clai ns.

The appel |l ant argues (brief, p. 4) that the cl ainms under

appeal "are not properly rejected . . . for lacking support in
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the specification.” The appellant then specifies (brief, pp.
4-10) where support in the specification can be found for the

cl ai med subject nmatter.

It is well settled that the witten description and
enabl enment requirenents set forth in the first paragraph of 35
US.C 8§ 112 are separate and distinct fromone another and

have different tests. See Inre Wlder, 736 F.2d 1516, 1520,

222 USPQ 369, 372 (Fed. Cir. 1984); In re Barker, 559 F.2d

588, 591, 194 USPQ 470, 472 (CCPA 1977); and In re More, 439

F.2d 1232, 1235-36, 169 USPQ 236, 239 (CCPA 1971). Since the
exam ner's basis for the rejection on appeal is based on a

| ack of support for the invention as is now clainmed, it is not
entirely clear to us exactly which requirenent the exam ner's
rejection is based upon. Accordingly, we will reviewthe

cl ains as havi ng been rejected under both the witten

description and enabl ement requirenents.

Witten description requirenent

The test for determning conpliance with the witten

description requirenent is whether the disclosure of the
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application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tinme of the

| ater cl ai med subject natter, rather than the presence or
absence of literal support in the specification for the claim

| anguage. See Vas-Cath, Inc. v. Mihurkar, 935 F. 2d 1555, 1563-

64, 19 USPQ2d 1111, 1116-17 (Fed. Cr. 1991) and In re Kasl ow,
707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983).

The description requirenent is that the invention clained be
described in the specification as filed, and a rejection
thereunder is fully defeated by a specification which

descri bes the invention in the sanme terns as the clains. See

In re Bowen, 492 F.2d 859, 864, 181 USPQ 48, 52 (CCPA 1974).

Furthernore, where an original claimis identical in |anguage
to the subject matter now being clainmed, nothing nore is
required for conpliance with the description requirenment of

the first paragraph of 8 112. See In re Gardner, 475 F. 2d

1389, 1391, 177 USPQ 396, 397, supplenental opinion, 480 F.2d

879, 879-80, 178 USPQ 149 (CCPA 1973) and In re Smth, 481

F.2d 910, 914, 178 USPQ 620, 624 (CCPA 1973).
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The exam ner has the initial burden of presenting
evi dence or reasons why persons skilled in the art woul d not
recogni ze in an applicant's disclosure a description of the

i nvention defined by the clains. 1n re Wertheim 541 F.2d

257, 265, 191 USPQ 90, 98 (CCPA 1976); Ex parte Sorenson, 3

USPQ2d 1462, 1463 (Bd. Pat. App. & Int. 1987).

In our view, the exam ner has not nmet this initial burden
of presenting evidence or reasons why persons skilled in the
art would not recognize in the appellant's disclosure a
description of the invention defined by the clains. 1In this
regard, we note that the exam ner has not (1) identified the
claimlimtation not described; and (2) provided reasons why
persons skilled in the art at the tinme the application was
filed woul d not have recogni zed the description of the clained

limtations in the disclosure of the application as fil ed.

We have reviewed the specific concern stated by the
examner in this rejection (i.e., the deletion of "CFB"), but
find nothing therein which supports a rejection based upon the

witten description requirenment of 35 U S.C. § 112, first
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paragraph. |In addition, for the reasons set forth by the
appel l ant (brief, pp. 4-10), we have determ ned that these
clainms do conply with the witten description requirenent of

35 U S.C 8§ 112, first paragraph.

Enabl enent requi renent

An anal ysis of whether the clains under appeal are
supported by an enabling disclosure requires a determ nation
of whether that disclosure contained sufficient information
regardi ng the subject natter of the appealed clains as to
enabl e one skilled in the pertinent art to nmake and use the
clainmed invention. The test for enablenent is whether one
skilled in the art could nake and use the clainmed invention
fromthe disclosure coupled with informati on known in the art

wi t hout undue experinentation. See United States v.

Tel ectronics, Inc., 857 F.2d 778, 785, 8 USPQ2d 1217, 1223

(Fed. Cir. 1988), cert. denied, 109 S.C. 1954 (1989); In re

St ephens, 529 F.2d 1343, 1345, 188 USPQ 659, 661 (CCPA 1976).

In order to make a rejection, the exam ner has the

initial burden to establish a reasonable basis to question the
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enabl ement provided for the clained invention. See In re

Wight, 999 F.2d 1557, 1561-62, 27 USP@d 1510, 1513 (Fed.
Cir. 1993) (exam ner nust provide a reasonabl e expl anation as
to why the scope of protection provided by a claimis not
adequately enabl ed by the disclosure). A disclosure which
contains a teaching of the manner and process of nmaking and
using an invention in ternms which correspond in scope to those
used in describing and defining the subject matter sought to
be patented nust be taken as being in conpliance with the
enabl enment requirenent of

35 U.S.C. 8§ 112, first paragraph, unless there is a reason to
doubt the objective truth of the statenents contai ned therein
whi ch nust be relied on for enabling support. Assum ng that
sufficient reason for such doubt exists, a rejection for
failure to teach how to nake and/or use will be proper on that

basis. See In re Mrzocchi, 439 F.2d 220, 223, 169 USPQ 367,

369 (CCPA 1971). As stated by the court, "it is incunbent
upon the Patent O fice, whenever a rejection on this basis is
made, to explain why it doubts the truth or accuracy of any
statenment in a supporting disclosure and to back up assertions

of its own with acceptabl e evidence or reasoning which is
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i nconsi stent with the contested statenent. Qherw se, there
woul d be no need for the applicant to go to the trouble and
expense of supporting his presunptively accurate disclosure.”

In re Mrzocchi, 439 F.2d at 224, 169 USPQ at 370.

Thus, the threshold step in resolving this issue as set
forth supra is to determ ne whether the exam ner has net his
burden of proof by advanci ng acceptabl e reasoni ng i nconsi st ent
with enablenent. Cearly, the exam ner has not net this
burden. Moreover, it is our opinion that the clains do conply
with the enabl enent requirenment of 35 U S.C. § 112, first

par agr aph.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 through 17 and 21 through 23 under 35 U S.C. § 112,
first paragraph, is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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